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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of application Serial N86/188,378
Filed February 8, 2014
For the marlSEASIDE
Published in the OFFICIAL GAZETTE on June 17, 2014

Seaside Community Development Corp.,
Opposer,

Opposition No. 91218846

V.

Tri-Coastal Design Group, Inc.,

Applicant.

MOTION TO STRIKE APPLICANT'S AFFIRMATIVE DEFENSES AND REQUEST
FOR COSTS AND ATTORNEY'S FEES OR.IN THE ALTERNATIVE, MOTION FOR
JUDGMENT ON THE PLEADING S AND MOTION TO SUSPEND

Pursuant to Rules 12(c) and 12(f) of thel€ml Rules of Civil Ricedure and Sections
311, 504 and 506 of the TBMP, Opposer Seaside Community Development Corporation
(“Seaside” or “Opposer”) moves to strike aflthe “Affirmative Defenses” pleaded in the
Answer of Applicant Tri-Coastal Design Grqupc. (“Applicant”) or, alternatively, for
judgment on the pleadings. Seaside also see&sdan striking Applicans request for costs and
attorney’s fees from the Answer, as it is wedtablished this is not cograble relief this Board
is authorized to issue.

Inasmuch as the resolution of this motion w#fine and potentially significantly narrow
the issues for discovery and trial in this oppos proceeding, Seaside requests that the Board
suspend these proceedings pursuant to@ebti0.03(a) of the TBMP and 37 C.F.R § 2.117(c)

pending the ruling on the motion to stri&ed/or for judgment on the pleadings.
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l. FACTUAL BACKGROUND

On October 15, 2014, Seaside timely opposed ApplicartEsat-to-ug application to
register SEASIDE, filed on February 8, 2014er(&l No. 86/188,378) for “Bth gel; Bath salts;
Bath soaps; Body cream; Body lotion; Body &4dy powder; Body scrub; Body sprays; Bubble
bath; Lip balm; Lip gloss; Liquid soap” (“Application”), because tikalihood of confusion
between the applied-for SEASHXesignation and Seaside’s pre-existing, and in some cases
incontestable rights in the SEASIDE federal ségitions, marks at common law, and trade name
(“SEASIDE® marks and name”) long used mnaection with a variety of goods and services,
including retail store servicegifts and sundry items, such as those for which Applicant has
applied. SeeNotice of Opposition, Dkt. No. 1.

On October 17, 2014, Applicahled its Answer §eeDkt. 4) to the Notice of Opposition,
in which Applicant alleges semteen purported “Affirmative Defeses” (Dkt. 4, pp. 2-4), all of
which are boilerplate, invalid and inapplicable, and in certain cases entirely inconsistent with
Applicant’s own Application. Ints Answer, Applicant also in@licably includes a prayer for
relief requesting that Applicant “be awarded @asonable costs and attorneys’ fees ....” Dkt. 4,
p. 4. Simply stated, this request is beyoreittherent powers of the Trademark Trial and
Appeal Board (“Board”).

. ARGUMENT

Each of the seventeen so-called affirmatilefenses Applicant asserts, as well as
Applicant’s demand for attorney fees and costs et sustainable underta&slished law. First,
Applicant’s claims that “The Opposition fails $tate a claim upon whichlief can be granted”
(First Affirmative Defense) and that “The Opjtam is barred since theris no valid claim of
likelihood of confusion” (Seventeenth Affirmatii@efense). Dkt, 4, pp. 2, 4. Both of these so-

called affirmative defenses have been repd&atedognized as not cognizable under the facts
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alleged in Seaside’s Notice of Opposition. Moreover, without any basis in fact or law,
Applicant’s remaining affirmative defenseasongly contest the timeliness of Seaside’s
Opposition (Dkt. 4, Seventh, Tenth and Eleventhrifative Defenses), improperly attack the
validity of Seaside’s registrations and/aghis (Dkt. 4, Second, Thir Fourth, Fifth, Eighth,

Ninth, Thirteenth, Fourteenth and Sixteenth Affative Defenses), and/or otherwise fail to
assert cognizable defensesy(,Dkt. 4, Fifth, Sixth, Seventh, Twigh, Fourteenth and Fifteenth
Affirmative Defenses). Further, Applicant’s peayfor relief requesting costs and attorney’s fees
is defective on its faceld, p. 4.

A. Applicant’s Affirmative Defenses Chdlenging The Sufficiency Of Seaside’s
Pleading Are Not Valid Affirmative Defenses

The first of Applicant’s so-called affirmagvdefenses asserts that Seaside’s Opposition
“fails to state a claim upon which relief candranted” (Dkt. 4, First Affirmative Defense).
Similarly, Applicant’s seventeenth affirmative de$e claims “[tjhe Opp&ition is barred since
there is no valid claim of likelihood of confasi” (Dkt. 4, Seventeenth Affirmative Defense).
Neither of these allegations constisi a valid affirmative defense.

It is well-established that failure to state ail is not a cognizable affirmative defense.
Hornblower & Weeks, Inc. v. Hornblower & Weeks, 1866 U.S.P.Q.2d 1733, 1738 n.7
(T.T.A.B. 2001) (“paragraph 11, which asserts that the notice of opposition fails to state a claim
upon which relief can be grantednist a true affirmative defense and shall not be considered as
such.”);see also Blackhorse Pro Football, Inc.98 U.S.P.Q.2d 1633, 1637 (T.T.A.B. 2011)
(“Failure to state a claim upon whicelief can be granted is nam affirmative defense.”).

In all events, on the face of the NoticeQyposition, Seaside propgwlleges a claim for
likelihood of confusion. In ordep state a claim, Seaside mdstmonstrate that the facts as
alleged would, if proven, estalitishat (1) Seaside has standingnaintain the proceeding and

(2) a valid ground exists for opposing the registratiSee Order of Sons of Ital. in Am. v.
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Profumi Fratelli Nostra AG36 U.S.P.Q.2d 1221, 1222 (T.T.A.B. 199%)is established that
for purposes of ruling on the defense, all well-pleaded allegations in the opposition must be
accepted as true, and the notice of opposition brisbnstrued in the light most favorable to
Seaside.ld.

Under this governing standard, Seasidepted sufficient facts to state a claim for
likelihood of confusion. The allegations in thetlde of Opposition alleg8easide’s prior rights
in its SEASIDE® marks and name, includingamtestable prior fedal registrations, and
common law rights (Dkt. 2, 1 1-&nd a likelihood of confusionid. at 11 8-12).SeeTBMP
8 309.03(c). These allegations establish that Sedsid a real interest in the outcome of the
proceeding — that is Seaside has a personakstten the outcome of the case beyond the
general publici(e., standing) — as well as viabdgounds for opposing the ApplicatidnSee
Ritchie v. Simpsqri70 F.3d 1092, 50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999). On the face of
the Notice of Opposition, Seaside has alleged@efit facts to both establish standing and
grounds for opposing the Applicationdeal on a likelihood of confusion.

Even to the extent Applicant’s seventeeaffirmative defense may be characterized as
asserting there is no likelihood odnfusion, it still fails as a matter of law. “An affirmative
defense does not negate the eleimenthe cause of action; it explanation that bars the
claim.” Blackhorse98 USPQ2d 1633, 163Textron, Inc. v. Gillette Cp180 U.S.P.Q. 152,
154 (T.T.A.B. 1973) (striking affirmative defenssdundant of applicarg’denial of likelihood
of confusion, set forth otherse in applicatis answer).

Thus, striking or entering judgment on theaalings for these affirmative defenses is

more than warranted and properly will narrow thcus of discovery and issues for trial.

! Indeed, the marks at issue are identizal used for the same or related goadd services based on the face of the
Application and Seaside’s registratioesy Dkt. 1, Exhs. A-G).
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B. Seaside Timely Opposed the Applation, Rendering the Affirmative
Defenses of Laches and Acquiescence Meritless

Applicant raises additional affirmative defes that simply cannot as a matter of law
apply to an opposition against an intent-to-ysaiaation: laches (Dkt. 4, Tenth Affirmative
Defense), waiver and estoppelktD4, Seventh Affirmative Defese), and acquiescence (Dkt. 4,
Eleventh Affirmative Defense). It is allegadd uncontroverted that &ade properly filed its
Notice of Opposition within the extended time fiing an opposition and without any delay that
could be characterized as unreasonable. These defenses are meritless on their face.

To prevail on these defenses, Applicard tmdemonstrate amreasonable delay by
Seaside in asserting its rights, as well as materglidice to Applicant aa result of the delay.
See Lincoln Logs Ltd. v. Liam Pre-Cut Log Homes, In71 F.2d 732, 734 (Fed. Cir. 1992);
National Cable Television Ass’n v. American Cinema Editors, 837, F.2d 1572, 1580 (Fed.
Cir. 1991). Applicant has alleged nattelement, because it cannot.

It is well-established that in an oppositiproceeding the time period for measuring
unreasonable delay only begins to run at the time the application is published for opposition.
TBMP 8§ 311.02(b)see also Nat’| Cable Television Assd87 F.2d at 1581. In this case, the
publication occurred on June Q14. Under the Board’s govengirules and the documents of
record in this proceeding, Seaside timely praperly requested an extension of time to oppose,
and subsequently timely filed its Notice op@sition on October 15, 2014, within the time the
Board ordered (Dkt. 2). The rachis thus incontrovertible &t Seaside did not in any way
unduly delay its filing.See Lincoln Logs Ltd971 F.2d at 734 (granting summary judgment on
laches claim where opposer actedtsfirst opportunity to objedb registration of applicant’s
mark); Callaway Vineyard & Winery v. Endsley Capital Group, Ji6& U.S.P.Q.2d 1919, p. 5
(T.T.A.B. 2002) (granting summary judgmentlanhes, estoppel, and acquiescence defenses

where opposer promptly opposed regisbn of applicant’s mark).
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Thus, these defenses should be strickettaftk of any basis and/or judgment on the
pleadings should be entered.

C. Applicant Improperly Uses Affirmative Defenses to Attack the Validity of
Seaside’s Registrations

Certain of Applicant’s affirmative defensamount to nothing more than improper
attacks on the validity of thegistrations pleaded by Seasid its Notice of Opposition.
Applicant summarily alleges vinbut any detail that Seaside fail®s comply with “renewal,
notice, and registration requirements, and witier necessary formalities” (Dkt. 4, Second
Affirmative Defense). Further, Applicant condks that Seaside “forfeited or abandoned” its
trademarks, “does not own the trademark rights for some of #é purported marks,” “does
not have valid trademark” and “does not own thguneed rights to assert such a claim.” (Dkt. 4,
Third, Eighth, Ninth and Sixteenth Affirmative Defges), that the “mergeéoctrine” invalidates
Seaside’s claim (Dkt 4, Fifth Affirmative Defensednd that Seaside “made material
misrepresentations to the United StatesmiRated Trademark Office” (Dkt. 4, Fourteenth
Affirmative Defense). Lastly, inconsistent wits own Application, whih is an intent-to-use
Application, Applicant iexplicably concludes that “[Applicélnowns the purported mark to be
used” (Dkt. 4, Thirteenth Affirmative Defensand that Seaside’s marks are generic (Dkt. 4,
Fourth Affirmative Defense).

These defenses all represent wrongfullelngles through affirmative defenses to the
validity of the registrations andgtits owned by Seaside. That such affirmative defenses have no
place in this proceeding is reinforced by tilegations’ inconsistency with the opposed

Application, which is amntent-to-useapplication with no disclaimer for the applied-for

2 It is unclear what Applicant’s “merger” defense referencks the extent Applicant claims the fair use defense by
way of this allegation, this defemé&ias no place in an oppositioBeeTBMP § 311.02(b)Truescents LLC v. Ride
Skin Care LLC81 U.S.P.Q.2d 1334, 1338 (T.T.A.B. 2008ljjles Laboratories Inc. v. Naturally Vitamin
Supplements Incl U.S.P.Q.2d 1445, 1454 (T.T.A.B. 1986).
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designation — SEASIDE. Thus, how Seaside’sksi@and name could be invalid, generic or
owned by Applicant defies logic.

Accordingly, the aforementioned AffirmagvDefenses should be stricken from the
Answer. See Textron, Inc. v. The Gillette Cb30 U.S.P.Q. 152, 153 (T.T.A.B. 1973) (striking
affirmative defenses that attack tredidity of a pleadedegistration).

D. On Their Face, Applicant’s Affirmative Defenses Each Fail, Because
Applicant Does Not AllegeCognizable, Supporting Facts

Under Federal Rule of Civil Procedure 8@)pleading must allege, in short and plain
terms, a statement showing the pleader is entitled to r&edTBMP § 311.02(b). The
requirements of Rule 8(b) appio affirmative defensesSee TBMP § 311.02, 37 CFR
§ 2.106(b)(1) ("When pleading special matters,Faderal Rules of Civil Procedure shall be
followed.”). All affirmative defenses must inale sufficient detail to give the opposing party
fair notice of the basis for each defens#. All of Applicant’s affirmative defenses lack any
factual support and, thepy, fair notice.

In addition to those affirmative defensested in Section 11(C) above, none of which
includes any supporting facts ofonmation whatsoever, Applicant also baldly concludes that
Seaside’s claims are barred by trademark mi@Dke 4, Sixth Affirmative Defense), unclean
hands (Dkt. 4, Twelfth Affirmatig Defense), unspecified matenmisrepresentations by Seaside
to the USPTO (Dkt. 4, Fourteenth Affirmatiizeefense), and unspecifigaiblic policy (Dkt. 4,
Fifteenth Affirmative Defense). Dkt. 4, pp.43-Indeed, all of Aplicant’s boilerplate
affirmative defenses are pled in similar fashijormmviding Seaside with no idea as to what might
be included within these unsuppatt@nd unsupportable) defenses.

A pleading which sets forth a defens@dsld include enough detail to give the
[opponent] fair notice of the basis for thdatese.” TBMP § 311.02(b). Applicant’s bald

statements fall far short of @riding Seaside fair noticeDtto International Inc. v. Otto Kern
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GmbH 83 U.S.P.Q.2d 1861, 1864 (T.T.A.B. 20073l¢(ballegations of abandonment and
misrepresentation of source did not provide fair notigDonnell Douglas Corp. v. National
Data Corp, 228 U.S.P.Q. 45, 47 (T.T.A.B. 1985) (bald allegations in the language of the statute
did not provide fair notice of lsés of petitioner's claim). Applicant’s affirmative defenses on
their face do not begin to meet even the masnehtary of these pleading requirements. As
such, the Board should strike and/or entelgiment against Applicant on each of the purported
defenses.

Further, to the extent any affirmative defemsvolve allegations ahisrepresentation or
fraud .9, Fourteenth Affirmative Defense), theepting claims must meet an even higher
standard of specificity under Rule 9tbe Federal Rules of Civil ProcedurseeTBMP
311.02(b) (“When one of the special mattested in Fed. R. Civ. P. 9 (includingter alia,
capacity, fraud, and judgment) is pleaded,ptwrisions of Fed. R. Civ. P. 9 governing the
pleading of that special matter shouldfbibowed”); 37 CFR § 2.106(b)(1) and 37 CFR
§ 2.114(b)(2).

E. Applicant’s Request for Costs and Atorney’s Fees Should Be Stricken
Because The Board Lacks Authaty to Grant Such a Request

In the final paragraph of the Answerpplicant requests that it be awarded “its
reasonable costs and attorneys’ fees in defgnidie Opposition.” Answer, p. 4. This request
should be stricken from the Prayer for Relief Answer because the Borittosit authority to
grant such a requesgee37 CFR § 2.127(f) (“The Board willot hold any person in contempt,
or award attorney’s fees or other expensespoparty.”); TBMP § 502.05 (“The Board will not
hold any person in contempt, or award attoshéses, other expenses, or damages to any
party.”); Kairos Institute of Sound Healing, LLC v. Doolittle Gardens, |l8&€U.S.P.Q.2d 1541,

1544 n.6 (2008).
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F. A Motion to Suspend Is Proper So That the Issues Can Be Properly Framed
for Discovery and Trial

Because the determination of this motstrould materially narrow the issues for
discovery and trial, this Opposition shoulddaespended pending the Board’s ruling on
Opposer’s Motion for Judgment on tReeadings and/or Motion to Strike.

. CONCLUSION

Seaside respectfully requests that the Ba#aiike each of Applicant’s Affirmative
Defenses and Applicant’s request for costs atuiragys fees or, altertieely, enter judgment on
the pleadings on the Affirmative Defenses as pedhat the issues for discovery and trial can
be appropriately limited, and this proceeding mrayve forward on the issue properly before the
Board: whether the federally registered andsa at common law SEASIDE® marks and name
owned by Seaside are confusingly similar to kggmt’s identical intent-to-use application for

SEASIDE for what can only be characted as related and competitive goods.

Dated: November 11, 2014 Respectfully submitted,

By: __ /s/ Rochelle D. Alpert
Rochelle D. Alpert
Attorneys for Opposer,
Seaside Community Development Corp.

Rochelle D. Alpert

Stephanie L. Hall

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco, CA 94105

(415) 442-1326 (phone)

(415) 442-1001 (fax)
ralpert@morganlewis.com
shall@morganlewis.com
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CERTIFICATE OF SERVICE
|, ROCHELLE D. ALPERT hereby certify that dfovember 11, 2014l served a copy of

the MOTION TO STRIKE APPLICANT'S A FFIRMATIVE DEFENSES AND REQUEST

FOR COSTS AND ATTORNEY'S FEES OR,IN THE ALTERNATIVE, MOTION FOR

JUDGMENT ON THE PLEADING S AND MOTION TO SUSPEND by First-Class mail on

the following:

TEDD S. LEVINE

LAW OFFICES OF TEDD S LEVINE LLC
1305 FRANKLIN AVE , STE 300
GARDEN CITY, NY 11530-1630

Email: lawofficesofteddslevine@gmail.com

/sl Rochelle D. Alpert
Rochelle D. Alpert, Esq.
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